PATENTS: THE APPLICATION PROCEDURE
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The first stage in the application process is to determine exactly what the invention is and what the main differences and
advantages the invention has over the prior art, which often requires a pre-filing search. Once this has been decided, a
patent application will need to be drafted and filed at an appropriate patent office (e.g. the UKIPO or EPO). Once the
application has been filed, the inventor/applicant will be generally free to disclose the invention to potential
manufacturers/investors.

The first procedural step is normally for the patent office to carry out a formalities check and then, subject to the payment
of fees, to draw-up as Search Report. The Search Report normally includes a list of prior art citations (usually earlier patent
applications) that disclose some/all of the features of the invention as claimed. On the basis of the Search Report, it is
often possible to get an idea of the application’s prospects of success and the likely cope of protection that may be
obtainable.
Most patent applications are published online and in paper format around 18-months after their filing date. Publication
sometimes triggers the start of a period of provisional protection to which post-grant awards of damages in the event of
infringement can be backdated.

The application then undergoes substantive examination to check whether it meets the formal requirements in the
country concerned, and, crucially, whether the invention is, in fact, novel and inventive. In many cases, the patent office
will raise objections that will need to be addressed by amendment of the application and/or argumentation if a patent is
to be granted. This is usually an iterative process and several “rounds” of examination/amendment/re-examination
usually take place.
Sometimes it is necessary to attend a hearing or make oral submissions. If, however, agreement can be reached
between the patent office and the applicant on the scope of protection that is appropriate (commercially valuable)
and allowable (novel & inventive), then a patent will usually be granted by the patent office concerned.
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Once the patent has been granted, there are usually periodic (e.g. annual) maintenance fees to pay to keep it in force.
It is also up to the applicant to “police” the patent and to identify, and take action (where necessary) when a third party
commits an infringing act. Patents are territorial in nature, i.e. they are usually only effective in one, or a small group of,
countries. Infringing acts can usually include making, selling, using, keeping and importing products or processes falling
within the scope of a claim of the patent in the country in which a patent has been granted.

For more information, specific queries and pricing information
for UK and overseas patent applications, please visit Hutchinson
IP online at www.hutchinsonip.com or call us on 01704 532 683.

